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(iv) The degree of development of the
invention;

(v) The extent of effort necessary for
the licensee to bring the invention to
the point of practical or commercial
application;

(vi) The extent of effort necessary to
create or penetrate the market for the
invention;

(vii) Whether the licensee is a U.S.
citizen or U.S. organization; and

(viii) Whether the invention is to be
licensed in the U.S. or in a foreign
country.

(5) In the jurisdiction of the license,
the license may extend to the licens-
ee’s subsidiaries and to affiliates with-
in the corporate structure of which li-
censee is a part, if any. However, the li-
cense shall not be assignable or include
the right to grant sublicenses without
the approval of the Department in
writing.

(6) The licensee shall be required to
submit written reports annually, and
when specifically requested by the De-
partment, on its efforts to bring the in-
vention to a point of practical or com-
mercial application and the extent to
which the licensee continues to make
the benefits of the invention reason-
ably accessible to the public. The re-
ports shall contain information within
the licensee’s knowledge, or which the
licensee may acquire under normal
business practices, pertaining to the
commercial use being made of the in-
vention.

(7) The Department may restrict the
license to the fields of use or geo-
graphic areas in which the licensee has
brought the invention to the point of
practical or commercial application
and continues to make the benefits of
the invention reasonably accessible to
the public.

(The information collection requirements
contained in paragraph (b)(6) were approved
by the Office of Management and Budget
under control number 1902–0232)

[45 FR 73447, Nov. 4, 1980, as amended at 46
FR 63209, Dec. 31, 1981]

§ 781.52 Exclusive and partially exclu-
sive licenses.

(a) Availability of licenses. The Depart-
ment may grant exclusive or partially
exclusive licenses in any invention
only if:

(1) The invention has been published
as available for licensing pursuant to
§ 781.61 for a period of at least six (6)
months;

(2) It does not appear that the desired
practical or commercial application
has been or will be achieved on a non-
exclusive basis, and that exclusive or
partially exclusive licensing is a rea-
sonable and necessary incentive to call
forth the risk capital and expenses nec-
essary to bring the invention to the
point of practical or commercial appli-
cation;

(3) A sixty (60) day notice of a pro-
posed exclusive or partially exclusive
licensee has been provided, pursuant to
§ 781.63(a), advising of an opportunity
for a hearing; and

(4) After termination of the sixty (60)
day notice period, the Secretary has
determined that:

(i) The interests of the United States
and the general public will best be
served by the proposed license, in view
of the license applicant’s intention,
plans, and ability to bring the inven-
tion to the point of practical or com-
mercial application;

(ii) The desired practical or commer-
cial application has not been achieved,
or is not likely expeditiously to be
achieved, under any nonexclusive li-
cense which has been granted, or which
may be granted, on the invention;

(iii) Exclusive or partially exclusive
licensing is a reasonable and necessary
incentive to call forth the risk capital
and expenses necessary to bring the in-
vention to the point of practical or
commercial application; and

(iv) The proposed terms and scope of
exclusivity are not substantially great-
er than necessary to provide the incen-
tive for bringing the invention to the
point of practical or commercial appli-
cation and to permit the licensee to re-
coup its costs and a reasonable profit
thereon;

(5) Any determination pursuant to
paragraph (a)(4) of this section regard-
ing the practical or commercial appli-
cation of an invention may be limited
to the making, using or selling of an
invention, a specific field of use, or a
geographic location, provided that the
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grant of such license will not tend sub-
stantially to lessen competition or re-
sult in undue concentration in any sec-
tion of the United States in any line of
commerce to which the technology to
be licensed relates.

(b) Limited number of partially exclu-
sive licenses. In appropriate cir-
cumstances, and only after compliance
with the requirements of paragraph (a)
of this section, the Department may
offer a limited number of partially ex-
clusive licenses under a particular in-
vention, when limitation of the number
of licenses is found to be in the public
interest and consistent with the pur-
pose of these regulations. Factors to be
considered in a determination to offer
a limited number of licenses under a
particular invention include, but are
not limited to, the following: (1) The
nature of the invention; (2) the pro-
jected market size; (3) the need for lim-
itation of licenses to attract risk cap-
ital; and (4) the need for limitation of
licenses to achieve expeditious com-
mercialization of the invention. When
such a determination is made, a Notice
of Intent to limit the number of li-
censes shall be published in the FED-
ERAL REGISTER, identifying the inven-
tion and advising that the Department
will entertain no further applications
for license under the subject invention
unless, within 60 days of the publica-
tion of the notice, the General Counsel
receives, in writing, responses in ac-
cordance with § 781.63.

(c) Selection of exclusive licensee or par-
tially exclusive licensee among multiple
applicants. When a determination is
made by the Department that grant of
an exclusive license or partially exclu-
sive license under a particular inven-
tion is a reasonable and necessary in-
centive, in accordance with paragraphs
(a) and (b) of this section, to call forth
the risk capital and expenses required
to bring the invention to the point of
practical or commercial application,
and there is more than one applicant in
a particular jurisdiction seeking an ex-
clusive license, and no applicant will
accept either a nonexclusive or a par-
tially exclusive license, the Depart-
ment shall make a written determina-
tion selecting an exclusive licensee.
Similarly, when a determination is
made to grant a limited number of par-

tially exclusive licenses under a par-
ticular invention and there are more
applicants for such licenses than ac-
ceptable, the Department shall make a
written determination selecting a lim-
ited number of partially exclusive li-
censes. Factors to be considered in
making these determinations include,
but are not limited to, the following:

(1) The relative intentions, plans, and
abilities of the applicants to further
the technical and market development
of the invention and to bring the inven-
tion to the point of practical or com-
mercial application;

(2) The projected impact on competi-
tion in the U.S.;

(3) Projected market size;
(4) The benefit to the U.S. Govern-

ment, U.S. organizations, and the U.S.
public;

(5) Assistance to small business and
minority business enterprises and eco-
nomically depressed, low-income, and
labor-surplus areas; and

(6) Whether the applicant is a U.S.
citizen or U.S. organization.

(d) Terms of grant. Exclusive or par-
tially exclusive licenses shall contain
such terms and conditions as the Sec-
retary may determine to be appro-
priate for the protection of the inter-
ests of the United States and the gen-
eral public, including but not limited
to the following:

(1) The duration of the license will be
negotiated, and the terms and scope of
exclusivity shall not be substantially
greater than necessary to provide the
incentive for bringing the invention to
the point of practical or commercial
application and to permit the licensee
to recoup its costs and a reasonable
profit thereon. Extensions are permis-
sible only through reapplication for an
exclusive or partially exclusive license
under procedures established in these
regulations. The license shall be sub-
ject to any compulsory license provi-
sion required by law in a particular ju-
risdiction.

(2) The license shall require the li-
censee to bring the invention to the
point of practical or commercial appli-
cation in the geographic area of the li-
cense, within a period of time specified
in the license or such period as may be
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extended by the Department, upon re-
quest in writing to the General Coun-
sel, for good cause shown. The license
shall further require the licensee to
continue to make the benefits of the
invention reasonably accessible in the
geographic area of the license. In speci-
fying the period for bringing the inven-
tion to the point of practical or com-
mercial application, the license shall
specify the minimum sum to be ex-
pended by the licensee and/or other
specific actions to be taken by it with-
in the time periods indicated in the li-
cense.

(3) The license may be granted for all
or less than all fields of use of the in-
vention and in any one or all of the
countries, or any lesser geographic
area thereof, in which the invention is
covered by a patent or a patent appli-
cation.

(4) Reasonable royalties shall be
charged by the Department unless the
Department determines that charging
of royalties would not be in the best in-
terests of the United States and the
general public.

(5) In the jurisdiction of the license,
the license may extend to the licens-
ee’s subsidiaries and to affiliates with-
in the corporate structure of which the
licensee is a part, if any. However, the
license shall not be assignable or in-
clude the right to grant sublicenses
without the approval of the Depart-
ment in writing.

(6) The licensee shall be required to
submit written reports annually, and
when specifically requested by the De-
partment, on its efforts to bring the in-
vention to the point of practical or
commercial application and the extent
to which the licensee continues to
make the benefits of the invention rea-
sonably accessible to the public. The
reports shall contain information with-
in the licensee’s knowledge, or which
the licensee may acquire under normal
business practices, pertaining to the
commercial use being made of the in-
vention.

(7) The license shall reserve at least
an irrevocable, nonexclusive, paid-up
license to make, use and sell the inven-
tion throughout the world by or on be-
half of the United States (including
any Government agency), the States,
and domestic municipal governments,

unless the Secretary determines that it
would not be in the public interest to
reserve such a license for the States
and domestic municipal governments.

(8) The license shall reserve in the
United States the right to sublicense
the licensed invention to any foreign
government pursuant to any existing
or future treaty or agreement, if the
Secretary determines it would be in
the national interest to acquire this
right.

(9) The license shall reserve in the
Secretary the right to require the
granting of a nonexclusive or partially
exclusive sublicense to a responsible
applicant or applicants, upon terms
reasonable under the circumstances, (i)
to the extent that the invention is re-
quired for public use by governmental
regulations, (ii) as may be necessary to
fulfill health, safety, or energy needs,
or (iii) for such other purposes as may
be stipulated in the license.

(10) The license shall reserve in the
Secretary the right to terminate such
license, in whole or in part, subject to
the notice and appeal provisions of
§§ 781.64 and 781.65, unless the licensee
demonstrates to the satisfaction of the
Secretary that he has taken effective
steps, or within a reasonable time
thereafter is expected to take such
steps, necessary to accomplish substan-
tial utilization of the invention.

(11) The license shall reserve in the
Secretary the right, commencing three
years after the grant of the license, to
terminate the license, in whole or in
part, subject to the provisions of
§ 781.66 and following a publicly-noticed
hearing, initiated pursuant to a peti-
tion by an interested person justifying
such hearing—

(i) If the Secretary determines, upon
review of such material as he deems
relevant and after the licensee or other
interested person has had the oppor-
tunity to provide such relevant and
material information as the Secretary
may require, that such license has
tended substantially to lessen competi-
tion or to result in undue concentra-
tion in any section of the United
States in any line of commerce to
which the technology relates; or

(ii) If the licensee fails to dem-
onstrate to the satisfaction of the Sec-
retary at such hearing that he has
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taken effective steps, or within a rea-
sonable time thereafter is expected to
take such steps, necessary to accom-
plish substantial utilization of the in-
vention.

§ 781.53 Additional licenses.
Subject to any outstanding licenses,

nothing in this part shall preclude the
Department from granting additional
nonexclusive, or exclusive, or partially
exclusive licenses for inventions cov-
ered by this part when the Department
determines that to do so would provide
for an equitable exchange of patent
rights. The following circumstances
are examples in which such licenses
may be granted:

(a) In consideration of the settlement
of interferences;

(b) In consideration of a release of
any claims;

(c) In exchange for or as a part of the
consideration for a license under ad-
versely held patents; or

(d) In consideration for the settle-
ment or resolution of any proceeding
under the Department of Energy Orga-
nization Act or other law.

PROCEDURES

§ 781.61 Publication of DOE inventions
available for license.

(a) The Department will publish peri-
odically in the FEDERAL REGISTER a
list of the DOE inventions available for
licensing under this part. In addition, a
list of those DOE inventions that are
protected in the United States will be
published in the U.S. Patent and
Trademark Office Official Gazette and
in the National Technical Information
Service (NTIS) publication ‘‘Govern-
ment Inventions for Licensing.’’

(b) Interested persons may obtain
copies of such lists by contacting the
General Counsel, Attention: Assistant
General Counsel for Patents, U.S. De-
partment of Energy, Washington, DC
20545. Copies of U.S. patents may be ob-
tained from the U.S. Patent and Trade-
mark Office, Washington, DC 20231.
Copies of U.S. patent applications,
specifications, or microfiche reproduc-
tions thereof may be secured at reason-
able cost from the National Technical
Information Service (NTIS), Spring-
field, Virginia 22151.

§ 781.62 Contents of a license applica-
tion.

An application for a license under a
DOE invention must be accompanied
by a processing fee of $25 for each pat-
ent or patent application under which
a license is desired, which shall be
credited towards royalty if royalties
are charged, and must include the fol-
lowing information:

(a) Identification of the invention for
which the license is desired, including
the title of the invention and the pat-
ent application serial number or the
patent number of the invention;

(b) Name and address of the person
applying for a license and whether the
applicant is a U.S. citizen or U.S. orga-
nization;

(c) Name and address of a representa-
tive of the applicant to whom cor-
respondence should be sent and any no-
tices served;

(d) Nature and type of the applicant’s
business;

(e) Applicant’s status, if any, as a
small business firm, minority business
firm, or business firm located in a
labor surplus area, low-income area, or
economically depressed area.

(f) Identification of the source of the
applicant’s information concerning the
availability of a license on the inven-
tion;

(g) A statement of the field or fields
of use in which the applicant intends to
practice the invention;

(h) A statement of the geographic
area or areas in which the applicant
proposes to practice the invention, in-
cluding a statement of any foreign
countries in which the applicant pro-
poses to practice the invention;

(i) A description of the applicant’s
technical and financial capability and
plan for bringing the invention to a
point of practical or commercial appli-
cation, and the applicant’s offer to im-
plement that plan, if the license is
granted.

(j) The amount of royalty fees or
other consideration, if any, that the
applicant would be willing to pay the
Government for the license;

(k) Applicant’s knowledge of the ex-
tent to which the invention is being
practiced by private industry and the
Government; and
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